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that an invention cannot be 
sale until it is completed 
esnot merely its conception 
ction to practice. Hobbs y. 
: Energy Commission, 415 
9 [171 USPQ 713, 719.7201 

/, the sale must be primarily 
ther than for experimental 

re Yarn Processing Patent 
gation,- 498F.2d 271, 277 
65, 68-69] (5th Cir. 1974)- 
419U.S : ,1057, 95 S.Ct. 640' 
o4 (1975). See also Dart In- , 

v. E. I. duPont de Nemours 
':a, 489 R2d at 1366 [179 V 

7]. _ 
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escape their application" 
'eferring to two differences 
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We do not find - it necessary to reach the 
other rejections. 
Affirmed. 


Court of Customs and Patent Appeals' 

In re Keller, Terry, and Davies 

No. 80-573 .. . 
Decided Feb..l2, 1981. ' ' 

PATENTS : 

1. Words and phrases (§70) 

.Term "cardiac pacer" encompasses both 
implantable and. non-implantable devices., 

2. Patentability — New use or function 

— Analogous art (§51.5573) -\ ' 

Stimulator used in studies of atrioven- 
tricular conduction system of mammalian 
heart is not so nonanalogous to stimulator 
used to pace mammalian Hearti.'that 
references disclosing each may not be com: 
bined. . ■ I— % " ; '-P/^ 

3. Patentability — Anticipation — Com- 

bining references (§51.205) 

Pleading and practice in Patent Office 

— Rejections (§54.7) . 

It is not necessary that device shown in 
one reference can be physically inserted into 
device shown in other reference^ to justify 
combining their teachings in support of re- 
jection. 

4. Patentability — Anticipation — Com- 

bining references (§51.205) 

Patentability. — Invention — In 
general (§51.501) j c - 

Test of obviousness " is ' not whether 
features of secondary reference maybe.bodi : . 
ly incorporated into primary reference's 
structure, nor whether claimed, invention; js 
expressly suggested in any one or-ali-of 
references; rather, test is what combined, 
teachings of references would r haye 
suggested to those of ordinary- skill in 'art.- 

5. Court of Customs and Patent Appeals 

— Issues determined — Ex parte pa- 
tent cases (§28.203) 

Patentability ^ — Invention. — In 
general (§51.501) 

Pleading, and practice- in courts . — '■ 
Burden of proof — In general 
(§53.131) " '- : - T 


Pleading and practice in Patent Office 

— In-general (§54.1)' 

Burden shifts to applicant, once prima 
facie case of obviousness ^established, to 
rebut such case with objective evidence, of 
nonobviousness; both Court of Customs and 
Patent Appeals and Patent Office must give 
full consideration to .evidence introduced to 
so . rebut, and render . decision: . based;; on 
relative strength of applicant's showing and 
prima facie case established by references; 
such showing may shift r bufden of proof to 
examiner to then come forward with further 
support for his conclusion^ that invention 
would be obvious under conditions stated in 
Section 103; however, whether showing does 
shift burden of proof must be ..determined on 
case by case basis.. . . . • • 

6. Patentability — , Anticipation — Com- 
bining references (§511205) " ' ■ : - 

Patentability - — Invention — In 
general (§51.501) . 4 v * : : - - 

One cannot show j nonqb ? vibusness "by at- 
tacking references ihcUvidually -where rejec- 
tions are based, .©n.^combinations,; of 
references. " ~ "~ *' * 

7i Evidence — Expert ,t«tiinony ($3640) 

Evidence — Weight and credibility 
* (§36.40) : = ■.-..y^ 

Patentability — Anticipation — Conv- 
f bining references (§51.205) 

Patentability — *. ! Invention -4r : In 
general (§51.501). ; : ; " 

Opinion of affiant on ultimate legal quesr 
hon of obviousness is entitled: to little weigHt 
in appeal in which" test \ is, ; not whether 
suggestion to use certain item' in particular 
devjee is found in single prior arfrefererice, 
which was test applied by affiant, but rather 
what two combinations of three references 
would have suggested to r one of ordinary 
skill in art; . . : ■ . . 

8: Oath (§47) v r V : V 

Pleading and practice in Patent Office 

— Rules effect (§54.9) 

Reissue — In general (§58.1) 

Reissue oath or declaration filed under 
Patent Rule 175(a)(4) must also comply 
with both, subsections 1 .(a)(5) and ; (a)(6); 
subsection (a) of Patent'* Rule 475 sets forth 
requirements relating to content of state- 
ment that must be Tiled "by applicant with 
his reissue* application; subsection ' (a) (4) J 
which requires applicant 1 to' particularly 
specify prior art or other information- rele- 
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vant to patentability not previously con- 
sidered by Patent Office that might cause 
examiner to deem original patent wholly or 
partly inoperative or invalid, thus requires 
prior art or other information to be specified 
in that statement. 

9. Oath (§47) . : 

Pleading and practice in Patent Office 
— Rules, effect. (§54.9) 

Reissue — In general (§58.1) 

Patent Rule 175(a) requires statement 
specifying prior art- or other information -to 
be made by applicant under oath or declara- 
tion; this statement must be subscribed to 
by applicant, and must either be sworn to or 
affirmed by applicant as provided in Patent 
Rule 66 or include personal declaration of 
applicant as. prescribed in Patent Rule 68. 

10. Oath (§47) 

Pleading and jaractice in Patent Office 
, — Rules effect (§54.9) 

Reissue — In general (§58.1) 

Reissue declaration that purports to in- 
corporate by reference paper entitled "cita- 
tion to prior art," on. which prior art being 
brought to attention of Patent Office by 
applicant was delineated, thatVwas not sub- 
scribed by applicant and did not' include 
applicant's personal' declaration; but was 
subscribed, by applicant's attorney,' doesvnot 
comply with Patent Rule 175(a)(4) where, 
although citation of prior art is dated one 
day ''. earlier than declaration, there is no 
evidence that applicant even saw citation at 
time declaration was executed - • - ' ; 1 

Particular patents — Cardiac Pacer 

Keller, Terry, and Davies, "Digital 
Counter Driven Pacer, rejections of claims 
1, 2, 6, 7, 9-1 1 , 1 3, and 14 based on priorart 
affirmed; rejections of claims 1, 2, 6, 7, arid 
9-16 based on Patent Rule 175(a)(4) . af^ 
firmed and on 175(a) (5) and (a)(6) revers- 
ed. ■ ■ : ■ .:. 


Appeal from Patent and Trademark Of- 
fice- Board of Appeals. 

Application for -reissue of patent of John 
W. Keller, Jr., Reese S. Terry,; Jr., and 
Gomer L. -Davies,. Serial No. 865,610,- filed 
Dec. 29, 1977, to reissue Patent - No. 
3,557,796, issued Jan. 26, 1971, on applica- 
tion, Serial No ; 805,714, filed Mar. 10,J969: 
From decision rejecting all claims, 
applicants appeal. Modified. 


208 USPQ 

Henry D. Pahl, Jr., Boston, Mass., and 
Gilbert H. Hennessey, Washington, 
D.C., for appellants. 

Joseph F. Nakamura (Thomas E. Lynch, of 
counsel) for Patent and Trademark Of- 
fice. 

Before Markey, Chief Judge, and Rich, 
Baldwin, Miller, and Nies, Associate 
Judges. 

Nies, Judge. 

This appeal is from the decision of the Pa- 
tent and Trademark Office (PTO) Board of 
Appeals (board) in reissue application serial 
No. 865,610, filed December 29, 1977,' for 
"Digital Counter Driven Pacer." Claims 1-, 
2, 6, 7, and 9-16 (all of the claims in the 
application) stand rejected on the ground of 
a defective reissue declaration, and claims 1, 
2, 6, 7, 9-11, 13, and 14 are rejected on the 
ground of obviousness in view of the follow- 
ing references: 

Inventor U.S. Patent No. Issue Date 

Keller, Jr. (Keller) 3^253,596 May 31, 1966 

Berkovits * 3,345,990 Oct. 10, 1967; 

Walsh and Moore (Walsh), the American Journal of \ 
Medical Electronics, First Quarter^ 1966, pages 29-34. 

Claim 12 is allowable over the art of record 
but is objected to on the ground that the 
claim depends from a rejected claim. Claims 
15 and 16 are allowable over the art of 


v. 1 The application requests reissuance of U.S. ; 
Patent No. 3,557,796 issued January 26, 1971, on : 
application serial No. 805,714, filed March 10, 
1 969, by Cordis Corporation, the assignee. 
Protests were filed against the reissue application ■ 
by Cardiac Pacemakers, Inc. (CPI) and by Nor-* 
man H. Stepno of the firm of Bacon & Thomas ; 
pursuant to the provisions of 37 CFR 1.291. A 
brief amicus curiae for protestor CPI was filed in" 
this , appeal. Two cases have been filed in the 
United States District Courts involvings 
appellant's 796 patent: 

_--^.(U Cordis Corp. v. Cardiac Pacemakers,. 
Inc. and Edward J. Luczek, United States ' 
District Court, District of Massachusetts, Civih 
Action No. 77-3044-F (infringement action); 
and ' * . 

(2) Cardiac Pacemakers, Inc. y. Cordis 
Corp., United States District Court, District of 
Minnesota, Fourth Division,, Civil Action No. 
4-77-427 (declaratory judgment action). 
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record. 2 We affirm in part and reverse in 
pan. 

Claims 1, 2, 6, 7, and 9-1 6 3 are rejected 
under 35 (JSC 251 on the ground that the 
declaration made by applicant to support 
the reissue application does not particularly 
specify the prior art being brought to the 
attention of the examiner as required by 37 
CFR 1.175(a)(4), does not* particularly 
specify the errors relied upon by applicant 
and how the errors arose as required by 37 
CFR 1.175(a)(5), and does not state that 
the errors arose "without any deceptive in- 
tention'.' on the part of applicant as required 
by 37 CFR 1.175(a)(6)/ . 



2 In addition to Keller, Berkovits, and Walsh, 
numerous other references were .before the. ex- 
aminer. The examiner indicated in an Office Ac- 
tion dated May 8, 1978, however, that these other 
references were not any more pertinent than 
Keller, Berkovits, and Walsh. • ? ; ^* 

* 3 Claims 1-12 were included in the reissue 
application as filed. By preliminary amendment 
claim 1 was amended and new claims 13 arid /l 4 
added. By subsequent amendment claims 3, 4,^5, 
and 8 were cancelled and new* claims 15 and J 6 
added, the latter two claims reciting in indepen- 
dent form the same subject matter of cancelled 
dependent claims 5 and 8, respectively/ Claims 
•9-12 were not amended during prosecution of the 
reissue application/ . . • ; 

4 37 CFR 1.175 (1980) reads, in pertinent -part; 
• §1.175 Reissue oath or declaration. >■ ■ > ' 

(a) Applicants for reissue, in addition to 
complying with the requirements of the first 
sentence of §1.65, must also 'file with" their 
applications astatement under oath or declara- 
tion as follows: - - • - * : 


(4) When the applicant is aware of prior art 
or other information relevant to patentability, 
not previously considered by the Office, which 
might cause the examiner to deem the original 

. patent wholly or partly inoperative or invalid, 
particularly specifying such prior art or otHer 
information and requesting that if the examiner 
so deems, the applicant be permitted to amend 

. the patent and be granted a reissue patent! 

(5) Particularly specifying the errors or what 
might be deemed to be errors relied upon, and 
how they arose or occurred. r 

~ (6) Stating that said errors, if any, arose 
"without any deceptive intention" on the part 
• of the. applicant. • ' - ■ . 

* * * 

[24 FR 10332, Dec. 22, 1959; as amended at 29 
FR 18503, Dec. 29, 1964; 34 FR 18857, Nov, 
26, 1969; 42 FR 5594, Jan. 28, 1977]- • 


Claims 1, 2, 6, 7, 9, 10, 11, 13, and Mare 
rejected as unpatentable in view of Keller 
taken with Walsh. Claims 1 and 2 are 
further rejected as unpatentable in view of 
Berkovits taken with Walsh. The statutory 
basis of these rejections is 35 USC 103.* 

The Invention 

The claimed invention is a cardiac pacer 
having a digital counter. 

As background, the specification ex- 
plains: * 

In the normal heart, electrical signals 
are generated and appear in the atrium at 

. a rate of approximately 60 to 120 times 
per minute, depending on such factors as 
body size and amount of physical exer- 
. tion. Approximately'^. 1 second after such 

: a signal has appeared in the atrium,, it is 
transferred to the ventricle, of the heart, 
which reacts to the stimulation by con- 
tracting. This contraction forces blood 
from the ventricle into the arterial system 

^and thence to the entire body. The delay 
between the appearance of an - electrical 
signal in the atrium and its appearance in 
the ventricle is called.. the; A-V delay. 
Following the contraction of the ventricle, 
there is. an insensitive period lasting about 
0.4 second, during which time the heart is 
unresponsive to electrical , pulses.. This 
time is referred to as the refractory delay 
period. 

A common/ type of heart failure, is 
irregularity in the generation of atrial 
potentials. In some cases, these potentials 
. appear at only a low rate; in others, they 
, cease. entirely for extended periods though 
at other.., times the signals, may be 
generated with perfect regularity. It is in 
. persons suffering from this kind of cardiac 
disorder that a standby .or so-called de- 
mand mode pacer is . used. This device is 
designed to. apply stimulating pulses: to 
the ventricle, by means of an electrode im- 
planted therein, only when the heart fails 
to generate pulses spontaneously. When 
natural pulses regularly appear, the pacer 
provides no stimulation; when they 
appear irregularly, .the pacer adjusts its 
timing* to integrate its artificial: pulses 
with the natural ones. This type of pacer 
is often provided with circuitry which 
simulates the refractory delay period- of 
the heart. The reason for including such 
delay circuitry is that a spontaneous elecr 
trical signal which appears a short time 
after delivery of an artificial pulse is in- 
effective to pump blood, either because 
the natural refractory period of the heart 
caused the heart to ignore the spon- 
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1 • taneous pulse or. because the ventricle has 
not had time following the previous beat 
to be refilled with blood." A simulated 
refractory period causes the pacer 
likewise to ignore these ineffective beats. 
The device's timing continues just as if 
the beats had never occurred. 

Another form of heart disease is the. so- 
called A-V block in which the patient's 
heart undergoes normal or near-normal 
atrial contraction but. the .-atrial signal is 
not transferred to the ventricle" With " such 
a patient, it is desirable to use a so-called 
synchronous pacer which ■ detects - atrial 
signals and supplies to the ventricle a 
- stimulating pulse; about 0.1 second later, 
a period which J constitutes a * simulated 
A-V delay. In the absence of detected 
atrial signals, the pacer . supplies ' ven- 
tricular pulses at a fixed rate. The syn- 
chronous pacer, like the demand pacer, is 
often provided with refractory : delay 
simulation. 

; • - - .;:ov. 

Summarizing the invention, the specifica- 
tion states:., \ ■ '" ; : . 

[A] cardiac !pacen according to the -pre- 
sent invention times, various events .» and 
. - delays, by means of a digitals counter 
which is driven by an oscillator operating 
at afrequency which is a relatively, large 
multiple of a normal heartbeat rate, A 
cardiac stimulating pulse is generated at a 
predetermined point in the count. Thus, if 
;= the counter cycles repetitively, the heam is 
* . stimulated at . a predetermined fixed, rate. 
To provide demand mode. operation/ihe 
- > counter is . reset ' in. response,; to ; spon- 
taneous cardiac signals thereby to prevent 
stimulation when the heart is: functioning 
normally. To provide synchronous rmode 
■ operation, the counter is reset to a point 
preceding the stimulation count byr <an 
amount, which simulates a . normal . A-V 
~ delay. ■ . , . 

• The; use of. digital count down, circuitry 

• permits both, the various delays and the 
durations of the stimulating pulses, to: be 
accurately timed. Further, , by counting 
down from a relatively high frequency, an 

: oscillator having, a relatively, short duty 
.cycle inay be usedrso as.to reduce battery 
drain. Further, the use of. 1 a .relatively 

i short oscillator period permits.'' timing 
components, e.g., capacitors,, of relatively 
small size to, be used. -. 

A block diagram of : a cardiac pacer, 'ac- 
cording to the present invention, appears 
below: . 
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[FF indicates D-TYPE FLIP-FLOP] 

The specification indicates that if the 
pacer is to operate in thedemand mode in a 
particular patient, -an output electrode im- 
planted in the patient's heart at a location 
suitable for stimulating ventricular contrac- 
tions is connected to output terminal 6 of the 
pacer. If the pacer is to operate in the syn- 
chronous mode in a particular patient,, an 
output electrode implanted in the patient 's 
heart at* a location suitable for. stimulating 
ventricular contractions is connected to out- 
put terminal 9 of the -pacer,. - . 

According to .the ■.Specification, for de- 
mand, mode . operation ; .an.. input electrode 
implanted to detect ventricular signals of the 
patient's, heart, is connected ■ to. input ter- 
minal 10 of. the pacer. For, synchronous 
mode, operation, an input electrode im- 
planted to ;r detect atrium signals of. the 
patient's heart is connected to the input ter- 
minal 10.. "Cardiac signals applied to the in- 
put terminal 10 are amplified and shaped by. 
means of an amplifier 1;1 so as to be squared 
.into waveforms suitable for use with digital 
circuitry, as is understood by those. skilled in 
the art.'.?: : / - 

L y;The timing of the ' different events oc- 
curring in the operation of appellant 's pacer 
is : provided by^ a digital counter .3. ' • \ • 

The counter is driven by an oscillator 1 
which establishes the time base. As il- 
lustrated, counter 3 comprises a nine 
' "stage binary divider and; the oscillator 1 
runs at a frequency which is relatively 
high with respect to the contemplated 

range of heartbeat rates or frequencies. 
* * * ^ 

"'- - A? I s conventional, counter 3 provides a 
. .. two-stage output signal for: each ; stage of 
binary division "* * */ . ' 
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As is also "conventional, the counter 3 
runs cyclically, that is, the states of . the 
binary output signals pass through a se- 
quence which repeats after all the possible 
combinations have been utilized. * * * 
Further, the counter may at will be reset 
to a predetermined starting point by the 
application of a reset signal to a reset ter- 
minal, designated R. The starting point of 
the counter is considered herein to be the 
zero count and the various possible states 
or counts are considered to be 'zero 
through 511. s *■ > 

< In describing operation of the pacer in^he 
demand mode, the specification states that; 

* * if the patient's heart is beating nor- 
mally at a rate which is more than the free 
running rate of the pacer, i.e. about 70 
beats per minute, and not more than 
twice that rate, i.e. about 140 beats per 
minute,, the. counter 3 will be reset to^its 
zero count by each . natural heartbeat 
. before a count of 51 1 is reached. .Thus,; the 
patient's, heart .will' not be "stimulated ;at 
air if it is . beating sp.ontaneoasIy T ' witnin 
this 2-to-l range of rates; Hbwever, ifjfno. 
spontaneous heartbeat \ is, ' 'detected 
. between count. 256 and count ; 51 li^the 
pacer will then stimulate; the .'patient's 
heart at the end of the full count' period; 
that, is, after a period which correspprfds 
* to the 70 pulse per second^ free' running 1 
_rate. In other words,., the difference 
between the starting point count and;tHe 
end of the counting sequence establishes a 
maximum interval between heartbeats; 
Accordingly, if : the spontaneous' heart 
signals disappear intermittently^- the 
pacer will integrate its operation with 4 the 
normal heartbeat. - . , v . ■ ■ 

In describing operation of the pacer 'iff the 
synchronous mode, the specification states: 

The resetting of counter 3 is controlled; in 
response to detected signals: as. described 
previously. Thus, the. counter is* reset .to 
its-zero count if an atrial signal is detected 
from count 256 through- count, 511.VA 
stimulating pulse is then generated at out- 
put terminal 9 when count 64 is reached: 
The delay provided by the^ -interval 
between the resetting and the 64 count. is 
about 108 milliseconds which satisfactory 
. ly simulates the normal A- V delay. Thus 
= ithe heart .is stimulated, with timing, ap-j 


s Consequently, the counter counts as follows: 
0, 1, 2, 3, * * * 509, 510, 511, 0; 1, 2;. * . * * .that 
is, the count changes from "511""to"""6". ~ 


propriate for synchronous pacer opera - 
* tion. 

* .* * 

If no atrial signals at all are detected, 
the counter 3 will, run cyclically as 
- described previously and- stimulating 
pulses will be generated at a fixed-' rate, 
one pulse being generated each time the 
. counter 3 passes the 64 count. 

The specification describes the ' digital 
timing circuit in more "detail than set forth 
'above. The claims rejected 7 on . 'prior" art, 
however, do not recite such detaih Claims 1 
arid- 13* are illustrative: ■ ' * • ■ • 'r 

..-.1.. Cardiac pacer. apparatus comprising: 
.. an oscillator providing a; pulsating signal 
- , at a, preselected " frequency, which 
. , preselected frequency, js a relatively. large 
multiple of.-a 5 normal heartbeat-rate;' 
.a. cyclically operating,. ^digital ,1 counter 
. ; means for .counting the .pul satibnsiof said 
, . pulsating signal ; r ? * " \" , , '„ I 

..means .control led by ..said: counter for 
... generating a -cardiac stimulating potential 
when said cou nter : reaches a predeter- 
mined count; 
■" means'- for detecting a naturally Occurring 
heart beat; and-' : " : ■ :,v 
means for setting said counter 'to a 
t : . preselected value when a. naturally oc- 
curring : heart beat, is detected. 
[Paragraphing added.] , . 
. 13. Cardiac pacer apparatus comprising: 
. an oscillator providing a pulsating, signal 
. at a ; preselected .frequency,*, which 
preselected frequency is a relatively, large 
multiple of a normal heart beat rate; : 
,,a cyclically ,- operating ., digital counter 
means for counting-the pulsations of said 
pulsating signal; V: . . * r ? A,,'"; 

—means . 'controlled by saio\ counter .for 
generating a cardiac stimulating potential 
.. - when said .counter, reacKes a: predeter- 
; , mined count; . V.:^T . ^ , 
;: . means - for detecting .cardiac ^.signals 
>p generated .during aj heart beat;, and, 
means responsive to s uchi detected cardiac 
signals for setting said counter to a star- 
ting point : count '] which precedes said 
predetermined, count, by a. number cor- 
, \ responding to a preselected maximum in- 
terval; .between : . successive 'heart beats 
u w h e re b y , a 1 s t i m u 1 at i ng-' . pot e n t i a 1 : ' i s 
generated only if said.' preselected ; rriax- 
: i mum. -.interval elapses ' between - heart 

beats. [Paragraphing added.] 
The References 

The Keller,;'5?6 Patent ~ - 
Keller relates to a transistorized,- implan- 
table cardiac pacer for regulating an animal 
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heart. The specification states that a pacer 
according to the Keller invention includes: 

* * * sensing means responsive to a 
- physiological heart pacing signal * for 
producing a trigger signal, - means- for 
delaying said trigger signal for a period 
substantially equal to a normal a trial-ven- 
tricular delay/ a. two-state, free running 
oscillator one state, of which can be ter- 

. minated by. the arrival of a delayed trigger 
signal and. the other state: of which is ..uiv 
affected by the. arrival of a signal, means- 

. .responsive, to the return of said oscillator 
to said one state for producing ventricular 
stimulation, whereby the minimum rate 
at. which the pacer operates is 'determined 
by the 'natural 1 ' period [of theoscillatorand 
\ me maximum^ rate at which said pacer 

* 'can operate is determined* by- the natural 
duration of " ( said other state',? the natural 
durations' of each 1 of said states 'being in- 
dependently' predetermiriableV a'hdvlhe 
arrival of delayed trigger Signals'- at '-fre- 
quencies between said- 7 'minimum ;[ and 

' maximum synchrono/usry controls' said.os- 
* -'dilator. • ' 1 — r: — : -.Kit 7.£*j-v.;. 

'.Identifying the elements described jn, the 
Keller patent, theexaminer found the; Keller 
pacer incl udes : - ... t . . : r : . . ' . ; _ < 1- . . 

' , 'a; pulse generator r (comprising blocking 
oscillator 40, stimulating -pulse geherator 
*50y and output amplifier 60) 

; : an : analog 'time ""base- circuit 'included in 

' ; the pulse -■generator for generating : a : c'ar- 
^diac 'stimulating ^potential ; at 'a predeter- 
mined time ^comprising ^transTs^bre^-TS, 
T6>; ; ;] / //\^;'^. 

; means for detecting' cardiac signaJs : (com- 

" : prising amplifying ^ circuit r l 0,20); : * ■ 
reset means for setting the' analog time 
.base circuit- to 'a : starting ;: poirir (com^ 
prising diode D2);- and' - a ' '\\ ^> 
means for . inhibiting the resetting during, 

.a preselected refractory . • delay : period 
J which ends/at a time after the starting 
. time but before' the stimulus generating 

J time (compnsingVdelay circuit >30): . 

.Appellant' has not, disputed, these findings: 

. The; Kel ler pacer can operate: in ' a" Jsyn : 
chronbus mode and in an' ^syhcWonbus' 
free-running" mode. In tfie "synchronous 
mode, an atrial "signal is sensed; amplified, 
and processed, and a ventricular stimulation 
pulse produced and applied to the ' "heart, a 


predetermined time after the occurrence of 
the atrial signal. This predetermined time 
corresponds approximately to the normal 
A-V delay .If atrial signals are sensed to oc- 
cur at a : dangerously high rate, the pacer 
operates , in the synchronous mode t 0 
produce and apply ventricular stimulation 
pulses at, a predetermined maximum rate. If 
atrial signals are not sensed or are too weak 
for synchronization purposes,, the pacer 
operates, in. the asynchronous free-runnine 
mode to produce : and. apply ventricular 
stimulation pulses at a predetermined 
minimum rate. 7 

Both the sensing of the atrial signal a'nd * 
the application of ventricular stimulation 
are accomplished by electrodes implanted in 
the" patient's heart. " 

The- Berkovits V90 Patent . .* ; / ?. 

' Berkovits relates to' a cardiac pacer for 
regulating a heart. The' specification states 
that a pacer according .to the Berkovits in- 
vention : includes": ' means for; -* accurately 
monitoring the beating "action of a human 
he^art; means for providing corrective elec- 
trical, stimulation of the beating action of an 
abnormal heart; arid means for automatical- 
ly ^effecting such corrective heart stimulation 
only ;where required; as determined by the 
means* for' monitoring the heart.' The 
Berkovits pacer' functions "to ''furnish 
stimulation to ah abnormal heart in such a 
manner jhat" heartbeats ' 'are ' individually 
stimulated" and /closely integrated' with 
ria tural/ heart beats.'* . ' : 

: Identifying the, elements described; in the 
Berkovits patent,; the examiner found the 
Berkovits pacer, includes: ^ 

an analog time-base pulse generator 
(comprising f heart stimulating,, means 12 
. and pulse generating means 18);. 
means for detecting a naturally bccurrihg 
heartbeat (comprising detecting means 14 
and amplifying means 16); and 
means for restarting the timing period 
when a naturally occurring heartbeat is 
■ detected (comprising triode clipper 122). 

Appellant has not, disputed these findings. , 

:i The Berkovits. pacer is not implantable, . 
The ' monitoring means 10 ' includes elec- 
trocardiograph means 14 for detecting. elec- 
trical signals developed by the heart 'during 
natural' 'heartbeat action, vacuum tube 


6 According to' Keller, "the atrial-ventricular ''- - 

(A-V) deIay,is approximateIy;two-tehths of a'se- ".. /' "The minimum rate is 60 pulses per. minute for 
cpnd in man, and Jess- in smaller animals. - , . a human patient. 
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amplifier- means 16 for amplifying, these: 
natural heart signals, .vacuum tube, pulse 
generating means 18 responsive- .to- the f 
amplified signals .for sending control signals 
to vacuum- tube heart stimulating means 12, 
and may also include oscilloscope means. 20- 
and audible signal means 22 for- providing 
visual and audible indications, of the' oc- 
currence of natural and stimulated 
heartbeats. ■* ; ; - 

" The heart stimulator 12 is equipped with' 
a doubletpble triple-throw switch 177 iwhicK 
permits manual r selection* of* the; mode^of 
operation of the heart stimulator, Berkoyitz 
states: " ' , ~ ^ -r . i -^. 

•When the movable rs witch, arms 1 178vJ 80 
[of switch .177] are set on the fixed .con- 
tacts 182,184, respectively,":^ the- »heart 
stimulator will not .be operative.:: * 
- [W]hen the movable arms are.'setion the 
fixed contacts .1 86, 188,, the; heart 
istimulator j is adapted to provide a- con- . 
tinuous rseries of: heart stimulating elec- 
- trical. impulses:- at a predetermined Irate 
which is independent of natural 
heartbeats occurring- at ithe^sameStime. 
_ * • * * [Wjheri the 'movable^a'rrris are set 
on the fixe d " contacts 190; ;l92i%$l&£h£. 
. heart stimulator, is » adapted; to ^provide 
heart-stimulating- electricalumpulses only 
r. in closely integrated relation' to - natural 
heartbeats * * * so that stimulated rand 
natural heartbeats can each contribute to 
ma i n t e n a n c e ' b f " a ' p red e t e r nri i he d 
" Heartbeat rate.* ! 'l/ r .' 


\ Electrodes 218 of "any convehtiohar typje" 
-. * * * can be' employed Tor; applying^; a 
■ relatively large heart stimulating pulse'to 
the patient !s 7 heart ; j from : 1 outside the 
■ - patient 's body whereas the electrodes '220 
can be surgically xonnectedl to vthe 
patient's heart for applying a, relatively 
smaller electrical impulse directly. to the 
patient's heart when desired. . 

Variable resistor 210, of the. heart 
stimulating . means .12 is; used to ^selectively 
vary the amplitude- of the heart, stimulating 
pulse tb be ! applied to.' the Hearf 'through 
electrodes 218 and 220. ' . ' ' ' 

(; We * note ? that, .in addition -to ,the ;mode 
selection, switch-. .177 - and .-the stimulating 
pulse .amplitude adjustment control' r 2 10' in- 
cluded in the heart stimulating- means " 12, 
the amplifier means' 16 includes a 
polarity-reversing switch 32, a bias circuit 
switch 62,. a va ri ab le ( - voltage C divider:- 111 6 
which serves as a center control for the os- 


cilloscope means 20, and a variable voltage 
" divider 1 06, 108 which- serves as an : amplifier 
gain control. It is apparent ' from the 
•Berkovits disclosure as' a whole that these 
switches and. "variable circuit elements are 
operator controlled. •*■ " • ■-" 

The Walsh and Moore Article 

•'Walsh relates to a stimulator driving 1 unit 
for the controlled stimulation' of the : heart of 
•a mammal. The disclosed driver includes a 
digital i i mi hg ci re ui t. * Wals h states': : > 

A digital timing system was- used. since 
: it provides a higher degree .of accuracy 
and reset ability than" the R-C type cir- 
: cuits used in conventional stimulators. In 
this system,^ a crystal -control led, time- 
base generator provides a standard from 
\ which, to derive the various intervals. A 
. crystal: frequency [of 0. 1 megahertz] was 
chosen to provide. a 10-«~sec time base, 
^he. .output, of this, circuit -.was .amplified; 
; shaped ^nd fed. to a.fseries ,6f, six digital 
. . counting modules t tKat make ^up the/ ± tinr£ 
ing chain controlling intervals between 
--stimuli;-' ' " lv ' V,- : <f •■ 

. The examinen found; ^that^V\(alsh discloses : 

5-.* * * the conventibnar t: expedierit ; - of 
- providing % digital time; base means Tor a 
medical ! stimulator by : employing an os- 
cillator having :a : frequency much higher, 
such [as] a. relatively. large, rhultiple of the 
stimulation pulse frequency and counting 
means to produce a -.- stimulating pulse at 
the desired, frequency. 

Appellant has not disputed these findings. 

; , The Rejections 

Reissue Declaration Rejections, 

The examiner rejected claims 1,. 2, 6,; 7, 
13-16" (the claims that". were J either-arhencled 
Or added during* prosecution of the "reissue 
application) under 65* USG J 25 1' as based -on 
a n »■ * i ns ufficieht - reis sue ; ■ declarati on. ri Th f e 
declaration which 1 -accompanied - the- reissue 
application; reads; l in pertinent 5 part: '■ 7 ^ : - 

I, William P. Murphy, Jr., Chairman of 
the Board; of Directors of Cordis Gorpbra T 
tion, declare \ ; ;-./;.v v 


^[1 ..] »that . subsequent : to . the -issuance, of . 
US." LettersiJ^atent No.'. 3,557,796V" appli- 
cant has, in connection with the prosecu- 
tion of corresponding foreign -patent 

-applications,?^ been made aware of prior 
art relevant ; to patentability' not previous- 
ly considered by the Patent Office^ which 
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prior art might cause the Examiner to 
deem the original patent wholly or partly 
inoperative or invalid; 
[2.] that this new prior art is particularly 
specified in a citation of prior -art accom- 
panying this reissue application; 

* * * 

[3. J that, to the, extent the [preliminary] 
amendment. . [filed herewith] ...might : be 
deemed to correct, errors "in the original 
patent, such errors ,\ arose without ; . any 
deceptive intent or purpose "upon the part 
of applicant; 7 * * * . 


/s/- William. P/ Murphy, Jr. 


v Date : .-Dec. ' 24, 1 977 • 

The "citation of prior art" referred to in the 
declaration and filed with the" declaration 
rieads, in pertinent part: 1 ' : — 

The following prior art has^become 
known to applicant subsequent^ to the 
issuance of the original Letters Patent No. 
.3,557,796 . and is, being brought to the 
attention of the Patent -and Trademark 
' Office for .its consideration in connection 

.with thfc reissue application,; 
. The, references are: ' • 


Copies are .enclosed. 

* * * , ' 

/s/ [Attorney for Applicant]. 
. December 23, 1977 

„ In making these, rejections, ,the examiner 
seated : that "applicants, [sic] . have ;not par- 
ticularly specified, all - the. changes in ; the 
claims [as set , forth- in the preliminary 
amendment] , as the errors nor have -.they 
stated how, they [the errors] arose , or oc- 
curred." n 

bThe. board affirmed the ; examiner and 
. stated that . : > ; ... 

■'the declaration fails to particularly specify 
the newly discovered prior art. Reference 
to another paperto beTiled in the applica- 
tion is inadequate to -fulfill this require- 

'-ment> ' " ! : *' ■■: 

The board further indicated that the 
declaration, not only- failed to comply with 
37 CFR 1.175(a)(4), but also failed to com- 


ply with 37 CFR-l.r/b(a;p>; and (a)(6) 8 
Accordingly, pursuant to 3? CFR 1.196(b) ' 
the board rejected claims 9-12 (the claim's 
that were* neither amended nor added dur- 
ing prosecution of the reissue application) 
under 35 USC 251 as based on a declaration 
which does- not comply , with 37 CFR 
1.175(a)(4),. (a)(5), and (a)(6). 

Prior Art Rejections : 

The examiner rejected claims 1, 2, 6,: 7, 
9-1 1, 13, and 14 as obvious in view of Keller 
taken with Walsh. He stated: 

- i 
The claims define over the Keller, Jr! 
patent in . the recitation of a digital time 
base pulse generator. Walsh- et al. dis- 
closes in Figure 3 the conventional. ex- 
pedient of providing a digital time base 
means for a medical stimulator by 
employing an oscillator having a frequen- ■ 
cy much higher, such as a relatively large 
multiple of the stimulation pulse frequen- " 

* cy and counting means to produce, a 
- stimulating pulse at the. desired frequen- 

• cy. _ , • . • ' . '• - 

Providing an oscillator and counter- 
type digital time base generator for its 
analog equivalent in the Keller, Jr. et al. 
1 device amounts to an obvious substitution 
to one of ordinary sldll in the art after con- 
sideration of the prior art taken as a 
. . .whole. 

The examiner further rejected claims 1 r 
and 2 as obvious in view of Berkovits taken 
with Walsh. He stated that it would have 
been obvious in view of the teachings of . . 
„ Walsh to employ digital timing circuitry " 
with a relatively high frequency oscillator in 
the Berkovits pacer in place of the analog 
timing circuitry. 

s Neither. Keller nor Berkovits nor Walsh ' 
were cited during prosecution of the original 
patent application. 


Sltr 

site 


* See note 4, supra. 

' 37 CFR 1.196 (1980) reads; in pertinent part :; 

: §1J 96 Decision by the Board of Appeals. : "l 

* ' * * ' ''' " : ; ' " -p- 

> . ' ; ,v~ 

(b) Should the Board of Appeals- have 

• knowledge of any grounds not involved in the 

• ?PP e *!. f ? r ejecting any appealed claim, it may 
■ include in its decision a statement to that effect 

with its reasons for so holding; which statement 
shall constitute a rejection of the claims. 


i 2 o ??J 03 ^ Dec - 22 ' 1959 > as amended at 42 
FR 5595, Jan. 28, 19771 a% ■ 


■am- 
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Rebuttal Evidence 

To rebut the prima facie case of ob- 
viousness established by the examiner, 
appellant filed an' affidavit of Jozef K. 
Cywinski, Ph.D. This affidavit, according to 
appellant, "concerns itself mainly with the 
question of whether the Walsh et al. article 
suggest [sicj the use of digital timing in -a 
cardiac pacer ***.". . . 

Dr. Cywinski, an expert in the cardiac 
pacer art, states in his affidavit: 

In 1967 * * * 'I. met .Neil Moore 
[co-author of Walsh] and learned of a 
digital timing unit which he and Leon 
Walsh had. built and were using, for their 
stimulation studies. *• *' * I . have been 
shown a 1966 rarticle [Walsh]. *;.* * I 
recognized the apparatus referenced 
therein as being that which} was described 
to me [by Moore] in 1,967 or 1968, Atvthis 
time- (1967-1968), J was. also aware of 
other medical research devices employing 
digital counters as timing chains; ;/ 

Even before this period, it was' becom- 
- ing increasingly common to employ 
digital timing techniques in research, en- 
vironments. The digital approach -was. in- 
: dicated where precise incremental timing 
was needed or. .where considerable flex- 
ibility and repeatable adjustments .were 
needed. These characteristics are .typical- 
ly needed in investigatory . or research 
projects. - . * ■ ; . . ;i 


Of the various prior art laboratory tim- 
ing devices employing digital counting 
chains, it should- also be noted that these 
were largely operator-controlled devices. 
* * * 

Although I was thus quite familiar with 
the use of -digital" timing devices " as 
laboratory instruments, 1 1. was nonetheless 
impressed with the 'novelty of the : digital 
cardiac pacer, being developed by Cordis, 
which was first described to me by John 
Walter Keller in about 1970 in a form of a . 
personal communication. .This ; pacer is 
described and claimed in US. patent ? No. 
3,557,796. At the time, J. did not regard the ap- 
proach described to me* by Keller as being ob- 
vious. Rather, I believed that the approach 
would not have been obvious even to try 
since the complexity 'would, seem to 'out- 
weigh the advantages of digital timing. 
Further, the usual advantages, i.e., excep- 
tional precision and ' incremental ' -ad- 
justability, were not ones which would 
appear to have particular utility in car- 
diac pacers. Rather, the. simplicity of the 


usual analog timing circuit would seem to 
offer the clear. advantages.. I should. note 
that / was, at that time, also familiar with the 
-Cordis synchronous pacer which is disclosed and 
.claimed in Keller Patent No. 3,253,596 and 
also the American Optical standby pacer, an 
earlier version of which is disclosed and claimed 
in Berkovits Patent No. 3,345,990. 


The Cordis pacer is a therapeutic device 
t rather than a research tool and, further, is 
interactive with the spontaneous, action of 
the patient's heart. The device disclosed 
in the Moore et al. article does not. in any 
similar way respond to naturally, oc- 
curring heart signals nor am I aware of 
any other, prior art,, device in .which a 
digital counting chain is preset in response 
to a naturally occurring heartbeat. *. . * * 
The heart being stimulated [in Walsh] is 
an object of study, not an organism being 
aided: in its natural, function.. * .*••* 
I do not find in. the Walsh et al. article any 
suggestion, that these, attributes [higher, 
degree of accuracy and resetability ;when 
digital timing circuitry is used instead of 
analog timing circuitry] would be advan- 
tageous in a cardiac pacer. ' : 

£ cardiac pacer, is implanted in"/ It he 
human body to - monitor and' control 
* * * the heart * * . * to continue the life 
of the patient * * * with no wire connec- 
tions to the world outside trie patient's 
body. 


[OJne skilled in, the art' at the time of the 
Keller et al. invention would not expect 
that it would be either desirable or advan- 
tageous to use complicated digital" "cir- 
cuitry. Nor would one appreciate/ the 
great advantage of the digital approach, 
an approach which in practice .has now 
become recognized by the" industry. 
[Emphasis added.] : ^ " : ",; 

No other rebuttal evidence was. ^offered. 
The . examiner did not present ■■ any ad- 
ditional evidence in response to the affidavit. 

-i : , Board Opinion .-. .. . , , . 

The board unanimously affirmed the re- 
jection of claims 1, 2, 6, 7, and .13-16- under 
35 USC 251, and entered the rejection of 
claims 9-12 on the same .ground. : ' - 

The board was divided regarding the art 
rejections. Two members, found the affidavit 
insufficient to overcome the prima facie case 
pf obviousness established by the .examiner 
and affirmed these rejections. The majority 
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opinion states that the affiant's statements 
tnat he was impressed with the novelty, did 
not regard the approach as being obvious 
and believed that the approach would not 
nave been obvious even to try * * * [arel 
statements [of] affiant's opinion on the ul- 
timate iegaJ issue and, therefore, are entitled 
to little weight [citations omitted]/' 

Regarding Dr. Cywinski's factual 
statements about the prior art, the opinion 
states . 


The points made by affiant are well- 
to t h n ^. U '' l °J ia J Se extem not S erm ane 
to the claimed subject-matter or the rejec- 
tions under section 103. * * * fThe af 
- fiant] addressed himself to the intended 
purpose, and, undoubtedly the actual 
commercial purpose, of the claimed sub- 
' £ TT"' However > the claims are not 
whTf >° I ,hera ,P eutic cardiac pacer 
which ,s to be implanted into a human 
body to monitor and control the heart in 
order to continue the life of- the patient. 
Ihe claims are broad enough to encom- 
pass a device for use on animals in a 
research laboratory * * *. 

The board held: 

Keller and Berkovits both disclose cardiac 
. pacers winch function in a manner similar 

] W P , e u at } tS ' pacer usin S an an alog 

timer. Walsh discloses a heart stimulate? 
, .wherein .a digital timer is used. The 
motivation for using a digital timer in 
place of the analog timer in the Keller and 
Berkovits pacers is found in Walsh where 
?5 " ?!| ated ' at £ a S e 30 > ^at digital timers 
provide a higher degree of accuracy as 
compared with analog timers. ■ 
" The rejections under ' section 103 are 
predicated on replacing the analog R-C 
timing means in Keller and Berkovits 
with an equivalent digital tinier; not on 
combimng the Walsh device with the 

thTw u f 1 *"; P acer or substituting 
the Walsh device for the R-C timing cir- 
:-. cuit of Keller or Berkovits. ♦ * * The fact 
• that the Walsh reference makes no men- : 
..jtion of pacing a heart or that the WalsK 
. device does not respond to naturally oc- 

'S7? B i ,cart Signals is immaterial. The 
■ 7 f^f^' " ™<y relied on for the teaching 
- L & ll t i mmg m anal »gous environment; 
■ Jte other features are disclosed in Keller and 

tierkovits. (Emphasis added.] 

a '^ e ? ird ™ mbe r of the board found the 
-affidavit sufficient to overcome the prima 
lacie case of obviousness established by the 
examiner. He stated that the-affiant makes 
-several pertinent statements which must be 
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considered as facts because they are bein B 
made by an expert and cannot be dismissed 
as mere opinion." He also stated that "t„ 
say in the claims that the cardiac pacer is to 
be implanted in a human being to monito? 
and control the heart for th e S purpose of 
Sdanl,^ 6 W ° U,d be ' E°nl 
Opinion 

Appellant .does not argue that any 

Z rejeCted Claims other th an the 

use of dl g lt ai u m are not disc| * 

Keller and Berkovits. Thus, the sole issue 
ISf K g L he P r or art Sections is essen! 
t ally whether the references, taken coUec- 
tively would have suggested the use of 
digital timing n a cardiac pacer to those of 
ordinary skill , n the art at the time the in 
vention was made.' 0 , 
Appellant argues essentially three points: 
(1) the teachings of Walsh cannot ' 
properly be combined with those of either .' 
Keller or Berkovits because Walsh does 
not relate to a cardiac pacer; 

k u/ t J 1 r d . igi . taI timin 8 circuitry taueht > 
by Walsh is incorporated in eiiher the ' 
Keller pacer or the Berkovits pacer, the • 
resulting structure would not fairly meet ■ 
the claims in issue; and ; 
(3) the board did not "accord an-' ■ : 
propnate weight to" Dr. Cywinski's af- : 
fidavit, but rather "completely set aside" ' i 
disregarded", and "ignored" his ' • 
statements therein. " 


Definition of Cardiac Pacer 

[1] The claims are directed to cardiac 
pacer apparatus. A cardiac pacer is defined 

as . 

*, V- a , d< ivice designed to stimulate, by 
electrical impulse, contractions of the 
heart muscle at a certain rate; used in 
absence of normal function of the 


_'° Miniaturization of the physical size of the 
3 f ^; • pacer, the use of n! 

tegrated circuit techniques in- such circuitry the 
elimination of hand-wired circuit interco^nec- 
«ue ^r™^. and so fonhlre °noHh' 

MnLJS 63 UreS 5 re not daim limitations. 
Moreover, appellant admits that 

* • * integrated circuits were used in analog 
fn^ 5" '"t^ted circuit amplifier wa? 
SSSE K " '^fi^ digitally timed cardiac 
P acer ma °e by Cordis Corporation • • * The 

fnaw ^ Wee " timin S a "d digital tim- 

mg was thus made largelyjndependently of the • 
move to integrated circuits. 


208 USP Q 


208 USPQ 


In re Keller, Terry, and Dairies 


881 


because they are being 
ind cannot be dismissed 
He also stated that "to 
it the cardiac pacer is to 
mman being to monitor 
:art for the purpose of 
Id be, in my opinion, 

union 

not argue that any 
ed claims other than the 
ig are not disclosed in 
:s. Thus, the sole issue 

art rejections is essen- 
eferences, taken collec- 

suggested the use of 
ardiac pacer to those of 
: art at the time the in- 
essential ly three points: 

gs of Walsh cannot 
ned with those of either 
ts because Walsh does ^ 
rdiac pacer; ;? 
timing circuitry taught . 
rporated in either the* 
le Berkovits pacer, the 
i- would not fairly meet' 
s; and 

lid not "accord ap- 
to" Dr. Cywinski Vaf-' 
"completely set aside", . 
and "ignored" his 


re directed to cardiac 
ardiac pacer is defined 1 

signed to stimulate, by 
, contractions of the 
certain rate; used in 
nal function of the 


: : S§i 


the physical size of the 
liac pacer, the use of in- 
ues in- such circuitry, the 
ired circuit interconnec- 

and so forth are not in 
re not claim limitations/ 
mits that 

uits were used in analog 
ited circuit amplifier was 
st digitally timed cardiac 
i Corporation * * *. The 
g timing and digital tim- 
gely independently of the 


3m 


. sino-atrial node; it. may be connected 
from the outside or implanted within the 
body.' 

On its face, Keller relates to a cardiac pacer 
which is implanted within the body. On its 
face, Berkovits relates to a cardiac pacer 
which is not implantable within the body, 
but rather is connected from the outside of 
the patient's body. Appellant admitted 
below that "[bjoth the Keller '596 patent 
and the Berkovits '990 patent disclose car- 
diac pacers * * V and asserted that these 
patents "represent conventional thinking 
with respect to cardiac pacing at the time 
the present invention was made Appellant 
admitted further that "the Keller et al. and 
Berkovits devices are true interactive cardiac 
pacers * * V Thus, the term "cardiac 
pacer" encompasses both implantable and 
non-implantable devices. Therefore, the 
words "cardiac pacer apparatus" used in 
the rejected claims are broad enough to read 
on a device for humans which is not im- 
planted. 12 - ■ . . - 

Walsh Relates to Analogous Art 

Contrary to the position advanced by 
appellant on appeal, Keller and Berkovits 
are the principal references relied on by the 
examiner in his rejections. 13 Walsh is the 
secondary reference. The board correctly 
noted that Walsh is relied on only for the 
teaching of digital timing in an analogous 
environment. 

Appellant "strongly emphasizes" that 
Walsh "is not about cardiac pacing"; and 
that the device taught by Walsh is an in- 
vestigatory device used in the study of a 
mammalian heart rather than a therapeutic 
device used in the treatment of a living 


11 Dorland's Illustrated Medical : Dictionary 
1080-81 (24th ed 1965), defining "pacemaker:" 
This definition is carried forward in the subse- 
quent edition, Dorland's Illustrated Medical Dic- 
tionary 1117-18 (25th ed. 1974), and augmented 
with examples of external types and implanted 
types of pacers. 

12 Dr. Cywinski, who indicated that he was 
familiar with the pacers "disclosed and claimed" 
in Keller and in Berkovits, stated: "A cardiac 
pacer is implanted in the human body to * * ■*.." 
We note Dr. Cywinski did not state that, a device 
cannot be a" cardiac pacer if it is not implanted, in 
the human body, and we further note that, based 
on his familiarity with the pacer disclosed arid 
claimed in Berkovits (which is not implantable), 
he could not have intended his testimony to-be so 
construed. 

13 Appellant, at page 6 of his main brief, states: 
"* * * the type * described in the principal 
reference, the Walsh et al. article." 


human (which, of course, has a mammalian 
heart). 

[2] Walsh discloses a heart stimulator 
used in studies of the atrioventricular con- 
duction system of a mammalian heart. A 
stimulator used in studies of the atrioven- 
tricular conduction system of a mammalian 
heart is not so non-analogous to a stimulator 
used to pace a mammalian heart that it 
should be ignored. Accordingly, Walsh may 
be combined with either. Keller or Berkovits. 
In re Menough, 51 CCPA 741, 323 F.2d 
1011, 139 USPQ 278 (1963). . . 

Appellant further argues that Walsh does 
not relate to a cardiac pacer because Walsh 
teaches a stimulator which is used in con- 
junction with an oscilloscope, and which has 
a multiplicity of multiple position switches 
that are operator controlled. As discussed 
above, Berkovits discloses a cardiac pacer 
which may be used in conjunction with an 
oscilloscope, and which has a multiplicity of 
multiple position switches as well as other 
variable circuit elements that are operator 
controlled. Thus, the argument that such 
features render Walsh unrelated to a cardiac 
pacer is without merit. 

Combining Walsh with Keller or Berkovits . 

[3, 4] To justify combining reference 
teachings in support of a rejection it is not 
necessary that a device shown in one 
reference can be physically inserted into the 
device shown- in'the other. In re Griver, 53 
CCPA 815, 354, F.2d 377, 148 USPQ 197 
(1966); In re Billingsley, 47 CCPA 1108, 
279 F.2d 689, 126.. USPQ 370 (I960): The 
test for obviousness is^ not whether - the 
features of a secondary, reference may be 
bodily incorporated , into the structure of the 
primary reference; .nor, is it that the claimed 
invention must be expressly suggested in 
any one or. all of the references; . Rather, the 
test is what -the combined teachings of; the 
references ' would have: suggested to, those of 
ordinary skill in the art. In re Wood,* 599 
-F.2d-.1D32, 202 USPQ- 1.71. (CCPA 1979); In 
re Passal, 57 CCPA 1151, 426 F:2d 828, : 165 
USPQ 720 (1970); In re ■Richmany._.57" 
CCPA 1060, 424 F.2d 1388, 165 USPQ 509 
(19,70); In re Rosselet, 52 CCPA 1533, 347 
F.2d- 847, 146 USPQ 183 (1965). . . - 

-Both Keller and Berkovits disclose heart 
stimulators that use R-C type- timing cir- 
cuits. Walsh teaches the use- of digital type 
timing circuits in place of. R-C type* timing 
circuits in conventional heart stimulafors. 
Therefore,, the question is whether it would 
have been obvious to one of ordinary skill in 
the art, working with the Keller and the 
Berkovits and the Walsh references before. 
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him, to do what the inventors herein have 
done, that is, to use a digital timing circuit 
in a cardiac pacer. In re Winslow, 53 CCPA 
1574, 365 F.2d 1017, 151 US PQ 48- (1966), 
as modified by In re Antle, 58 CCPA 1382, 
444 F.2d 1168, 170 USPQ 285 (1971); -We 
agree that the references establish a prima 
facie case of obviousness. \ * 

The Cywinski Affidavit ' J ( ' 

[5] Once a prima facie case of ob- 
viousness was established below, the burden 
shifted to appellant to rebut it, if he could, 
with objective evidence of non-obviousness 
Jjjre Fielder, 471 F.2d 640,. 1 76 USPQ 300 
(CCP A 1 973). Appellant attempted to do so 
by introducing the Cywinski, affidavit. Both 
this court and the PTO must give: full, con- 
sideration to that evidence and render^ 
decision based on the relative strength,,of 
appellant's showing and the. prima- facie 
"case established by the references. In re 
Saunders, 58 CCPA 1316, 444F.2d 599,170" 
, USPQ 213 (3971). .. . ' * . ;c ' 

Appellant's showing below "may well shift 
the burden of proof to the examiner to then 
come forward with' further support for his 
conclusion that the invention would be ob- 
vious under the conditions stated in section 
103." In re Katzschmann, 52 CCPA 1497- 
1500, 347 F.2d 620, 622, 146 USPQ 66,' 68 
(1965). (Emphasis added.) Whether 
appellant's showing does shift the burden of 
proof, however, must be determined,- on a 
case by case basis. - - 

_ [6] As characterized by. appellant,:' the 
Cywinski affidavit offered 'as objective 
evidence of non-obviousness "concerns itself 
mainly with the question of .whether the 
Walsh et al. article suggest [sic] the use of 
digital timing in a cardiac, pacer * * ■ * ; .V 
But one cannot show non-obviousness by at^ 
tacking references individually where, as 
here, the rejections are; based on com- 
binations, of references. In re Youne ^56 
CCPA 757, 403 R2d 754, 159. . USPQ 2 725 
(1968). Moreover, as set fortliabove, the test 
is not whether a suggestion to use digital 
timing in a cardiac pacer is found -in Walsh 
(which was the test applied ' by "'Dr.' 
Cywinski), but rather what Keller in view of 
Walsh and what Berkovits in view of Walsh 
would have suggested, to , one of- ordinary 
skill in the art. 
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deference under, the circumstances of that 
case. The expert had critically reviewed the 
sole piece of prior art and totally discounted 
its value. The accuracy of the expert 's views 
was supported by documentary evidence. 

[7] In the present case, we are not 
presented with a single prior art reference 
but rather two combinations of three 
references: Keller in view of Walsh, and 
Berkovits in view of Walsh. The affidavit 
does not indicate, that Dr. Cywinski critical 
ly reviewed the use of digital timing in a car- 
diac pacer as prima facie established by the 
two combinations of references. Conse- 
quently,.- Dr. Cywinski's opinion on the ul- : 
timate legal question of obviousness is en- 
titled to little weight. . . : 

Section 103 Rejections are Affirmed - ' 

The board: considered Dr. Cywinski's : 
testimony and accorded it due weight We 
are satisfied that the record herein contains 
sufficient evidence to support the board's 
decision. Accordingly, we affirm the deci^ " 
sion of the board regarding the §103 reiec- - 
•tions. * J u 

Requirements of Reissue Declaration 

Turning to the rejections under 35 USG 
251, we note that a reissue declaration 
defective in the nature alleged herein, is cor- • 
rectable .in the PTO by the filing of a 
supplemental oath or declaration. . ^ 

[8] : A reissue oath or declaration filed urn ' 
der 37 CFR: 1.1.75 subsection (a)(4) must ■ 
also comply with both subsections (a)(5) 
and (a)(6). 1 * Subsection (a) of section M 75 : 


■ Contrary to the- position advanced, by 
appellant, In re Carroll, 601 F.2d 1184 202 
USPQ 571 (CCPA 1979) is not "nearly 'on 
fours' with the present factual, situation. " 
:1 In Carroll this court concluded that the 
opinion of an expert on what the prior art 
taught was deserving of considerable 


sets forth requirements relating to the content 
of a statement which must: be filed by the 
applicant with his reissue application 
Subsection (a)(4), which requires the appli- 
cant to particularly specify the prior art or 
other information relevant to patentability 
and not previously considered by the PTO, 
which might cause the examiner to deem the 
original patent wholly or partly inoperative 
or invalid, therefore requires the prior art or 
other information to be specified ' in that 
statement. " . ' * 

vln the present case, the reissue declara-: 
tion purported to incorporate by referenced 
paper entitled "citation to prior art" on" 
which the prior art being brought to the 
attention of the PTO by the applicant' was 
delineated. The question before this court,' 
therefore, is whether the citation of prior: art . 
was successfully incorporated by reference, 
into the declaration. , , . ; * 


M See note 4, supra. 
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(9] ; Subsection, (a) of section 1.175; re- 
quires the statement to be made ;by- the 
applicant under oath or declaration. This 
statement, therefore, (1) must be subscribed 
to by the applicant, and (2) must either (a) 
be sworn to or affirmed by the applicant as 
provided in 37. CFR 1.66, or(b) include. the 
personal declaration of the applicant as 
prescribed in 37, CFR 1.68. See 37 GFR 
-1.65(a)(2)..-. .. . . - -:V.*v 

* : In the present case, the' declaration peruse 
was subscribed by the applicant and includ- 
ed an appropriate "personal.°declaration; of 
the applicant. The citation of prior art was 
not subscribed by the applicant, and .did not 
include the personal . .declaration ; of * the 
applicant. Rather, the citation .of prior; art 
was subscribed by applicant's; 'attorney. 
And, while the'eitation pf prior artjs dated 
one day earlier than the declaration, there is 
no evidence in the record* that applicant 
even saw the citation of prior art at.the.time 
the- declaration was executed!. 

[10] Accordingly,- we affirm ..the , decision 
of the board regarding the ^rejections ,of 
claims 1, 2, 6, 7, and 9-16 under 35 ySC-251 
because the declaration does not ' comply 
with.;37 CFR 1.175(a)(4). , : v^ >: , : : r 

As to the rejections on= grounds, relating to 
37 CFR 1.175(a)(5) and (a)(6), 'we:dO; not 
agree with the board; . . ; v 

Subsection (a) (5) • requires Ihe ^applicant 
to specify "the errors or what might, be 
deemed ' to be errors relied uppn, ' and :vHow 
they arose or occurred. " Subsection 1414.03 
of the Manual of Patent Examining 
Procedure (MPEP) *(4th : ed:/ Rev:' 1, -Jan. 
1980) 15 states that to comply' ? with the re- 
quirements ' of subsection (a)(5) /in a 
§1.1 75(a)(4); type reissue, thef reissue 
declaration. ^ : \ 

-. might state that some or alLclaims^might 
be deemed to be too broad and invalid, in 
view of references- X and Y which were 
not of record in the patent files. Usually, a 
- general statement will suffice. '? vf * [The 
; reissue . declaration] . must indicate when 
and. the manner in which. ; the> reissue 
applicant became aware of the prior art. or 
other information. *. * * > 

MPEP "§;i 401 . 08 (3rd", ed. , " Rev. ' 54,:;Oct, 
1977) merely stated : v ( _ " M " /" "'^ [ 


1S We' note that MPEP chapter '1400,- : tne 
chapter dealing with reissue applications,' 'has 
been completely revised in the fourth edition and 
now includes detailed instructions regarding, in-, 
ter alia,* reissue declarations. -v..j * ) - .-> 


The reissue oath or declaration must 
point out very specifically what the 
defects are and how the errors arose.. 

Applicant's reissue declaration contains a 
passage (which we have numbered "1" in 
the quoted declaration) that is remarkably 
close- to what subsequently appeared in the 
fourth edition of the MPEP with respect to 
the content of a declaration for this purpose: 
We hold on the facts of this case that the 
declaration fairly meets the requirements 6f 
37 CFR 1.175(a)(5). 

Subsection (a)(6) requires the -applicant 
.to- state that said errors, if any, arose 
without deceptive intention on the part of 
the. applicant. The. passage in the declara- 
tion which we Have numbered "3" fairly 
meets this requirement. 

Conclusion 

• Accordingly, the 'decision of the board 
regarding "the rejections of claims 1, 2, 6, 7, 
9-11, 13, and 14 based % on /the. prior art is. af- 
firmed, the : decision of the board regarding 
the rejections of claims 1,' 2, 6, 7,.and.9-16 
based.W37CFRl.175 subsection.*(a)(4) is 
affirmed] and^ that^ based * on subsections 
(a)(5) and (a)(6) ^ is- reversed. . ■. :~ 

Modified. ' \ ."' '' . " * ' 


U.S. Court of Claims 


Lemelson v.. United States et al. , 

' ,Nbs. 414-79C and:415 r 79C. i-. . 
• Decided Nov: 28; 1980 • 

patents : ; 7 ' 

1. Court of Claims — Pleading and pracr 

tic e :(§27,7)/ ,• 

Pleading and practice in courts — 
Discovery- and inspection (§53.30) * 

'Discovery of nongovernmental, sales infor r 
mation from third-party defendants while 
validity- of patent' is still in dispute is. not 
necessarily premature;; Kaufman v. United 
States,. 173 USPQ 1 806, -rejected implicitly 
underlying rationale of Burndy v. Sealectro, 
137 -USPQ 303, that Atrial court cannot 
allow discovery-of commercial sales to help 
establish patent's. .validity.: 
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